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1. Status Of Claims 

Claims 1-47 are currently pending in the application. All pending claims stand 
finally rejected pursuant to a Final Office Action mailed April 7, 2003 and an Advisory Action 
mailed June 23,2003. 

The rejections of claims 1-47 are believed to be improper and are the subject of 

this appeal. 

2. Related Appeals And Interfaces 

The Examiner states that the Appeal Brief filed on September 5, 2003 does not 
contain a statement identifying the related appeals and interferences. Applicants state that no 
other appeals or interferences are known that will directly affect, are directly affected by, or have 
a bearing on the Board decision in this appeal. 

2. Grounds Of Rejection Presented For Review 

Whether claims 1-47 were properly rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Joao, et al. (U.S. Patent No. 5,903,830). 

3. Response To Examiner's Argument 

In the Examiner's Answer, the prior rejections were maintained and additional 
comments were presented in response to the Appeal Brief filed September 5, 2003. Appellants 
stand on the arguments presented in the Appeal Brief and present the following comments 
directed to the Examiner's Answer. 

For the purpose of more clearly focusing the issues for appeal, the Appellants 
provide herein a summary discussion of the independent claims only and respectfully direct the 
Board to prior arguments presented in the Appellants' appeal brief for discussion of the 
dependent claims. The Appellants believe, however, that all pending independent claims are 
allowable, since a prima facie case of obviousness has not been presented for any independent 
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claim. The dependent claims are, therefore, believed to be allowable as depending from 
allowable independent claims and for the additional reasons stated in the Appellants' Appeal 
Brief. 

The Appellants appreciate that the Board is fully aware of the three-prone test for 
prima facie obviousness and, therefore, do not restate that test here. The prior art of record is 
deficient with respect to satisfying that test for at least one prong, and in most cases two prongs, 
for each independent claim. 

Claim 1, for example, does not satisfy prong 3 of the test for prima facie 
obviousness. Claim 1 includes "periodically receiving ... a target account identifier of a suspect 
account ... comparing the target account identifier with ... transaction information as the 
financial transaction information is received at the computer system to determine if the target 
account identifier matches any of the account identifiers of the transaction information; upon the 
occurrence of a match, generating an alert having at least a portion of the transaction record that 
has an account identifier matching the target account identifier; and transmitting the alert to a 
recipient." Joao does not teach or suggest anything having to do with receiving a target account 
identifier of a suspect account nor the other limitations of claim 1 relating to what is done with 
the target account identifier. The "Response to Argument" section of the Examiner's Answer, 
referencing newly-cited passages of Joao, states that Joao teaches these limitations (Examiner's 
Answer, pp. 11-12). But at the newly-cited location, Joao also fails to teach "receiving ... a 
target account identifier of a suspect account", "comparing the target account identifier" with 
transaction information, and "upon the occurrence of a match, generating an alert." Joao appears 
to teach performing standard checks to determine if a credit card has been lost or stolen, among 
other things, but this is different than what the Appellants claim. Hence, claim 1 is believed to 
be allowable, at least for this reason. Moreover, claims 2-12 depend from claim 1 and further 
distinguish the Appellants' claimed invention from the teachings of Joao as discussed in greater 
detail in the Appellants' Appeal Brief. 

The Final Office Action also fails to establish a prima facie case of obviousness 
because the first prong of the three-prong test is not satisfied, and the Examiner's Answer does 
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not cure the deficiency. The Final Office Action appears to assert that one would have been 
motivated to modify Joao to achieve the Appellants' claims invention "so as to compare the 
financial transactions of a plurality of the associated account identifiers of which are different 
from the target account identifiers." Aside from the fact that the Appellants are not able to fully 
understand the meaning of this alleged motivation it appears to be based on the personal 
knowledge of the Examiner. The Appellants have repeatedly requested documentary support 
that this motivation existed in the prior art. As the Board is aware, when a necessary element of 
a claim rejection is based on the personal knowledge of a member of the Office, the Appellants 
are entitled to documentary evidence or an affidavit. This has not been provided, thus rendering 
the motivation inadequate to support a prima facie case of obviousness. 

The Appellants recognize the possibility that the Examiner's Answer may be 
attempting to establish a new ground for rejection by now stating that, contrary to the Final 
Office Action, Joao in fact teaches all the elements of claim 1, in which case, claim 1 may be 
rejected under 35 U.S.C. §102. This also may be the case with other independent claims. The 
Appellants believe this is incorrect as stated above, since Joao does not teach all the limitations 
of claim 1, either expressly or inherently, as required for a proper rejection under 35 U.S.C. 
§102. But if the Board adopts this position, the Appellants respectfully point out that a prima 
facie case of obviousness would still fail to exist for the claims that depend from claim 1, since 
each limitation of each dependent claim would have to be taught by Joao and a proper motivation 
would have to be provided for modifying the reference for each missing limitation. Also of 
importance, in the event a new grounds for rejection is provided, prosecution should be 
reopened. The Appellants believe, however, that these points are moot, since the Appellants 
believe all pending claims are allowable over the cited reference under all standards of 
patentability. 

Claim 13 recites "at a processing server, periodically receiving a list having a 
plurality of target account identifiers; periodically transmitting at least a portion of the list to one 
or more platform servers, ...wherein the one or more platform servers are configured to search 
the transaction information as the transaction information is received at the one or more platform 
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servers for transaction records having a target account identifier from the list; at the processing 
server, receiving from one of the platform servers an alert that the platform server has identified 
a transaction record having one of the target account identifiers... and transmitting from the 
processing server a notification based on the alert that the target account identifier has been 
identified in a transaction record." The Examiner's Answer appears to rely heavily on the 
comments discussed above with respect to claim 1, even though the limitations of claim 13 are 
different — and is some respects narrower — than the limitations discussed above with respect to 
claim 1. Hence, the Appellants also believe claim 13 is allowable, since a prima facie case of 
obviousness has not been established based on the third prong of the test. Claims 14-27 depend 
from claim 13 and further distinguish the Appellants' claimed invention from the teachings of 
Joao as discussed in greater detail in the Appellants' Appeal Brief. 

Claim 28 includes limitations similar to those discussed above with respect to 
claims 1 and 13 that are not taught or suggested by Joao. Claim 28 is, therefore, believed to be 
allowable for the reasons stated above with respect to claims 1 and 13. 

Claim 31 recites a system for monitoring financial transactions. It also includes 
limitations not taught or suggested by Joao, thus being allowable, since a prima facie case of 
obviousness has not been established. The limitations of claim 3 1 are similar to those discussed 
above with respect to claims 13 and 28, and claim 31 is believed to be allowable for similar 
reasons. Claims 32-44 depend from claim 31 and further distinguish the Appellants' claimed 
invention from the teachings of Joao as discussed in greater detail in the Appellants' Appeal 
Brief. 

Claims 45 and 47 both recite systems for monitoring financial transaction and 
include limitations similar to those discussed above with respect to claims 13 and 28. Hence, 
claims 45 and 47 are believed to be allowable since a prima facie case of obviousness has not 
been established. Claim 46 is believed to be allowable as being dependent from an allowable 
base claim. 
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In view of the foregoing, the Appellants believe all pending claims are allowable 
and urge the Board to advance this application to allowance. 



Respectfully submitted, 



Date: August 14, 2006 /Irvin E. Branch/ 

Irvin E. Branch 
Reg. No. 42,358 
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